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DETAILED ACTION 

Claim Rejections - 35 USC § 103 

1 . The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

2. Claims 1 and 23 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
ZARGARI (US 6,351 ,502 B1 ) in view of GILLIG et al (US 4,989,230 A). 

Regarding claims 1 and 23, ZARGARI discloses a high-frequency module 
comprising: a high-frequency filter (101 of figure 1) arranged to attenuate a spurious 
high-frequency signal; a high-frequency switch (102 of figure 1) arranged to switch a 
transmission signal and a reception signals; a transmitter-side balun (104 of figure 1) 
arranged to convert a balanced signal into an unbalanced signal; and a receiver-side 
balun (103 of figure 1) arranged to convert an unbalanced signal into a balanced signal; 
wherein said high-frequency filter is disposed between an antenna (100 of figure 1) and 
a first terminal of said high-frequency switch, a second terminal of said high-frequency 
switch is connected to an unbalanced terminal of said transmitter-side balun, a third 
terminal of said high-frequency switch is connected to an unbalanced terminal of said 
receiver-side balun (see figure 1 and column 3 line 7-19). However, ZARGARI does not 
disclose that the high-frequency filter is a high-pass filter. GILLIG et al discloses using 
a high-pass filter between an antenna and a transceiver (column 2 lines 58-63). 
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Therefore it would have been obvious to a person of ordinary skill in the art at the time 
the invention was made to use a high-pass filter as the high-frequency filter. The choice 
filter characteristics is a routine engineering decision predicated on the type of hardware 
used and the operating environment that results from the regulation of the frequency 
spectrum. In this case, the use of a high-pass filter is beneficial in that it prevents 
undesired signals below a predetermined frequency from affecting the transceiver. 
3. Claim 2 is rejected under 35 U.S.C. 103(a) as being unpatentable over ZARGARI 
(US 6,351 ,502 B1 ) in view of GILLIG et al (US 4,989,230 A) and further in view of an 
examiner's official notice. 

Regarding claim 2, see the rejection of the parent claim concerning the subject 
matter this claim depends from. However, the prior art used in the rejection of the 
parent claim doesn't explicitly disclose that the high-pass filter attenuates transmission 
and reception signals of GSM in the 900 MHz band, DCS in the 1 .8 GHz band, and 
PCS in the 1 .9 GHz band. Nevertheless, the examiner takes official notice that it was 
known in the art at the time the invention was made for the filtering of transmission and 
reception signals to be based upon regulated frequency bands. Therefore, it would 
have been obvious to a person of ordinary skill in the art at the time the invention was 
made for the high-pass filter to attenuate transmission and reception signals of GSM in 
the 900 MHz band, DCS in the 1.8 GHz band, and PCS in the 1.9 GHz band. The 
choice filter characteristics is a routine engineering decision predicated on the type of 
hardware used and the operating environment that results from the regulation of the 
frequency spectrum. 
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4. Claim 3 is rejected under 35 U.S.C. 103(a) as being unpatentable over ZARGARI 
(US 6,351 ,502 B1 ) in view of GILLIG et al (US 4,989,230 A) and further in view of 
FURUTANI et al (US 2002/0127973 A1). 

Regarding claim 3, see the rejection of the parent claim concerning the subject 
matter this claim depends from. However, the prior art used in the rejection of the 
parent claim doesn't explicitly disclose that high-frequency switch attenuates the third 
harmonic of reception signal of a 2.4 GHz communication system. FURUTANI et al 
discloses that that the high-frequency switch attenuates the third harmonic of reception 
signal (paragraph 96). Therefore, it would have been obvious to a person of ordinary 
skill in the art at the time the invention was made for the high-frequency switch to 
attenuate the third harmonic of reception signal. This is beneficial in that it prevents 
undesired signals from affecting the transceiver. 

5. Claim 4 is rejected under 35 U.S.C. 103(a) as being unpatentable over ZARGARI 
(US 6,351 ,502 B1) in view of GILLIG et al (US 4,989,230 A) and further in view of 
ERICKSON (US 5,862,466 A). 

Regarding claim 4, see the rejection of the parent claim concerning the subject 
matter this claim depends from. However, the prior art used in the rejection of the 
parent claim doesn't explicitly disclose that the balun attenuates the second harmonic of 
the reception signal. ERICKSON discloses a balun that attenuates the second 
harmonic of a reception signal (column 3 lines 18-31). Therefore, it would have been 
obvious to a person of ordinary skill in the art at the time the invention was made for the 
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balun to attenuate the second harmonic of the reception signal. This is beneficial in that 
it prevents undesired signals from affecting the transceiver. 

6. Claim 5 is rejected under 35 U.S.C. 103(a) as being unpatentable over ZARGARI 
(US 6,351 ,502 B1 ) in view of GILLIG et al (US 4,989,230 A) and further in view of 
HIRAKA et al (US 6,366,563 B1) 

Regarding claim 5, see the rejection of the parent claim concerning the subject 
matter this claim depends from. However, the prior art used in the rejection of the 
parent claim doesn't explicitly disclose that the high-pass filter includes at least one 
inductor and at least one capacitor. HIRAKA et al discloses a high-pass filter that 
includes at least one inductor and at least one capacitor (column 1 line 61 to column 2 
line 7). Therefore, it would have been obvious to a person of ordinary skill in the art at 
the time the invention was made for a high-pass filter to include at least one inductor 
and at least one capacitor. Since the prior art used in the rejection of the parent claim is 
silent as to the structure of the high-pass filter, one wishing to practice the teaching 
would be forced to seek out a prior art high-pass filter. A filter that includes at least one 
inductor and at least one capacitor is prior art filter that would function as the required 
high-pass filter. 

7. Claim 6 is rejected under 35 U.S.C. 103(a) as being unpatentable over ZARGARI 
(US 6,351 ,502 B1 ) in view of GILLIG et al (US 4,989,230 A) and further in view of 
KUSHITANI et al (US 6,496,083 B1 ). 

Regarding claim 6, see the rejection of the parent claim concerning the subject 
matter this claim depends from. However, the prior art used in the rejection of the 
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parent claim doesn't explicitly disclose that the high-frequency switch includes at least 
one diode, at least one inductor, at least one capacitor, and at least one resistor. 
KUSHITANI et al discloses a high-frequency switch that includes at least one diode, at 
least one inductor, at least one capacitor, and at least one resistor (column 5 lines 23- 
30). Therefore, it would have been obvious to a person of ordinary skill in the art at the 
time the invention was made for a high-frequency switch to include at least one diode, 
at least one inductor, at least one capacitor, and at least one resistor. Since the prior 
art used in the rejection of the parent claim is silent as to the structure of the high- 
frequency switch, one wishing to practice the teaching would be forced to seek out a 
prior art high-frequency switch. A high-frequency switch that includes at least one 
inductor and at least one capacitor is prior art filter that includes at least one diode, at 
least one inductor, at least one capacitor, and at least one resistor would function as the 
required high-frequency switch. 

8. Claim 7 is rejected under 35 U.S.C. 103(a) as being unpatentable over ZARGARI 
(US 6,351 ,502 B1 ) in view of GILLIG et al (US 4,989,230 A) and further in view of 
FURUTANI et al (US 6,100,776 A). 

Regarding claim 7, see the rejection of the parent claim concerning the subject 
matter this claim depends from. The subject matter of the circuit elements and their 
connections are discussed in the parent claim, however their arrangement in a 
multilayer substrate is not explicitly disclose by the prior art used in the rejection of the 
parent claim. FURUTANI et al discloses a multilayer substrate including a laminated 
body having a plurality of dielectric layers wherein the electrical connections between 
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circuit elements are achieved within the multilayer substrate (column 4 line 52 to column 
6 line 22). Therefore, it would have been obvious to a person of ordinary skill in the art 
at the time the invention was made for a multilayer substrate including a laminated body 
having a plurality of dielectric layers wherein the electrical connections between circuit 
elements are achieved within the multilayer substrate. The use of a multilayer substrate 
including a laminated body having a plurality of dielectric layers is beneficial in that it 
reduces the size and weight while gaining performance improvements. 
9. Claims 8 and 24 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
ZARGARI (US 6,351,502 B1) in view of KE et al (US 6,658,263 B1 ). 

Regarding claims 8 and 24, ZARGARI discloses a high-frequency module 
comprising: a high-frequency filter (101 of figure 1) arranged to attenuate a spurious 
high-frequency signal; a high-frequency switch (102 of figure 1) for switching a 
transmission signal and a reception signal; a transmitter-side balun (104 of figure 1) for 
converting a balanced signal into an unbalanced signal; and a receiver-side balun (103 
of figure 1) for converting an unbalanced signal into a balanced signal; wherein said 
high-frequency filter is disposed between an antenna (100 of figure 1) and a first 
terminal of said high-frequency switch, a second terminal of said high-frequency switch 
is connected to an unbalanced terminal of said transmitter-side balun, a third terminal of 
said high-frequency switch is connected to an unbalanced terminal of said receiver-side 
balun (see figure 1 and column 3 line 7-19). However, ZARGARI does not disclose that 
the high-frequency filter is a notch filter. KE et al discloses using a notch filter between 
an antenna and a transceiver (column 6 lines 6-19). Therefore it would have been 
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obvious to a person of ordinary skill in the art at the time the invention was made to use 
a notch filter as the high-frequency filter. The choice filter characteristics is a routine 
engineering decision predicated on the type of hardware used and the operating 
environment that results from the regulation of the frequency spectrum. In this case, the 
use of a high-pass filter is beneficial in that it prevents undesired signals at a specific 
frequency from affecting the transceiver. 

10. Claim 9 is rejected under 35 U.S.C. 103(a) as being unpatentable over ZARGARI 
(US 6,351 ,502 B1 ) in view of KE et al (US 6,658,263 B1 ) and further in view of an 
examiner's official notice. 

Regarding claim 9, see the rejection of the parent claim concerning the subject 
matter this claim depends from. However, the prior art used in the rejection of the 
parent claim doesn't explicitly disclose that the high-pass filter attenuates transmission 
and reception signals of GSM in the 900 MHz band, DCS in the 1 .8 GHz band, and 
PCS in the 1 .9 GHz band. Nevertheless, the examiner takes official notice that it was 
known in the art at the time the invention was made for the filtering of transmission and 
reception signals to be based upon regulated frequency bands. Therefore, it would 
have been obvious to a person of ordinary skill in the art at the time the invention was 
made for the high-pass filter to attenuate transmission and reception signals of GSM in 
the 900 MHz band, DCS in the 1 .8 GHz band, and PCS in the 1 .9 GHz band. The 
choice filter characteristics is a routine engineering decision predicated on the type of 
hardware used and the operating environment that results from the regulation of the 
frequency spectrum. 
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11. Claim 10 is rejected under 35 U.S.C. 103(a) as being unpatentable over 
ZARGARI (US 6,351 ,502 B1 ) in view of KE et al (US 6,658,263 B1 ) and further in view 
of an examiner's official notice. 

Regarding claim 10, see the rejection of the parent claim concerning the subject 
matter this claim depends from. However, the prior art used in the rejection of the 
parent claim doesn't explicitly disclose that the high-pass filter attenuates transmission 
and reception signals of GSM in the 900 MHz band, DCS in the 1 .8 GHz band, and 
PCS in the 1 .9 GHz band. Nevertheless, the examiner takes official notice that it was 
known in the art at the time the invention was made for the filtering of transmission and 
reception signals to be based upon regulated frequency bands. Therefore, it would 
have been obvious to a person of ordinary skill in the art at the time the invention was 
made for the high-pass filter to attenuate transmission and reception signals of GSM in 
the 900 MHz band, DCS in the 1 .8 GHz band, and PCS in the 1 .9 GHz band. The 
choice filter characteristics is a routine engineering decision predicated on the type of 
hardware used and the operating environment that results from the regulation of the 
frequency spectrum. 

12. Claim 1 1 is rejected under 35 U.S.C. 103(a) as being unpatentable over 
ZARGARI (US 6,351 ,502 B1 ) in view of KE et al (US 6,658,263 B1 ) and further in view 
of ERICKSON (US 5,862,466 A). 

Regarding claim 11, see the rejection of the parent claim concerning the subject 
matter this claim depends from. However, the prior art used in the rejection of the 
parent claim doesn't explicitly disclose that the balun attenuates the second harmonic of 
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the reception signal. ERICKSON discloses a balun that attenuates the second 
harmonic of a reception signal (column 3 lines 18-31). Therefore, it would have been 
obvious to a person of ordinary skill in the art at the time the invention was made for the 
balun to attenuate the second harmonic of the reception signal. This is beneficial in that 
it prevents undesired signals from affecting the transceiver. 
13. Claim 12 is rejected under 35 U.S.C. 103(a) as being unpatentable over 
ZARGARI (US 6,351,502 B1) in view of KE et al (US 6,658,263 B1) and further in view 
of HIRAKA et al (US 6,366,563 B1) 

Regarding claim 12, see the rejection of the parent claim concerning the subject 
matter this claim depends from. However, the prior art used in the rejection of the 
parent claim doesn't explicitly disclose that the high-pass filter includes at least one 
inductor and at least one capacitor. HIRAKA et al discloses a high-pass filter that 
includes at least one inductor and at least one capacitor (column 1 line 61 to column 2 
line 7). Therefore, it would have been obvious to a person of ordinary skill in the art at 
the time the invention was made for a high-pass filter to include at least one inductor 
and at least one capacitor. Since the prior art used in the rejection of the parent claim is 
silent as to the structure of the high-pass filter, one wishing to practice the teaching 
would be forced to seek out a prior art high-pass filter. A filter that includes at least one 
inductor and at least one capacitor is prior art filter that would function as the required 
high-pass filter. 
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14. Claim 13 is rejected under 35 U.S.C. 103(a) as being unpatentable over 
ZARGARI (US 6,351 ,502 B1 ) in view of KE et al (US 6,658,263 B1 ) and further in view 
of KUSHITANI et al (US 6,496,083 B1). 

Regarding claim 13, see the rejection of the parent claim concerning the subject 
matter this claim depends from. However, the prior art used in the rejection of the 
parent claim doesn't explicitly disclose that the high-frequency switch includes at least 
one diode, at least one inductor, at least one capacitor, and at least one resistor. 
KUSHITANI et al discloses a high-frequency switch that includes at least one diode, at 
least one inductor, at least one capacitor, and at least one resistor (column 5 lines 23- 
30). Therefore, it would have been obvious to a person of ordinary skill in the art at the 
time the invention was made for a high-frequency switch to include at least one diode, 
at least one inductor, at least one capacitor, and at least one resistor. Since the prior 
art used in the rejection of the parent claim is silent as to the structure of the high- 
frequency switch, one wishing to practice the teaching would be forced to seek out a 
prior art high-frequency switch. A high-frequency switch that includes at least one 
inductor and at least one capacitor is prior art filter that includes at least one diode, at 
least one inductor, at least one capacitor, and at least one resistor would function as the 
required high-frequency switch. 

15. Claim 14 is rejected under 35 U.S.C. 103(a) as being unpatentable over 
ZARGARI (US 6,351,502 B1) in view of KE et al (US 6,658,263 B1) and further in view 
of FURUTANI et al (US 6,100,776 A). 
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Regarding claim 14, see the rejection of the parent claim concerning the subject 
matter this claim depends from. The subject matter of the circuit elements and their 
connections are discussed in the parent claim, however their arrangement in a 
multilayer substrate is not explicitly disclose by the prior art used in the rejection of the 
parent claim. FURUTANI et al discloses a multilayer substrate including a laminated 
body having a plurality of dielectric layers wherein the electrical connections between 
circuit elements are achieved within the multilayer substrate (column 4 line 52 to column 
6 line 22). Therefore, it would have been obvious to a person of ordinary skill in the art 
at the time the invention was made for a multilayer substrate including a laminated body 
having a plurality of dielectric layers wherein the electrical connections between circuit 
elements are achieved within the multilayer substrate. The use of a multilayer substrate 
including a laminated body having a plurality of dielectric layers is beneficial in that it 
reduces the size and weight while gaining performance improvements. 
16. Claims 15 and 25 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over ZARGARI (US 6,351 ,502 B1 ) in view of GILLIG et al (US 4,989,230 A), KE et al 
(US 6,658,263 B1)and KITAZAWA et al (US 6,147,571 A). 

Regarding claims 15 and 25, ZARGARI discloses a high-frequency module 
comprising: a high-frequency filter (101 of figure 1) arranged to attenuate spurious high- 
frequency signal; a high-frequency switch (102 of figure 1) arranged to switch a 
transmission signal and a reception signal; a transmitter-side balun (104 of figure 1) 
arranged to convert a balanced signal into an unbalanced signal; and a receiver-side 
balun (103 of figure 1) arranged to convert an unbalanced signal into a balanced signal; 
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wherein said high-frequency filter is disposed between an antenna and a first terminal of 
said high-frequency switch, a second terminal of said high-frequency switch is 
connected to an unbalanced terminal of said transmitter-side balun, a third terminal of 
said high-frequency switch is connected to an unbalanced terminal of said receiver-side 
balun (see figure 1 and column 3 line 7-19). However, ZARGARI does not disclose that 
the high-frequency filter is one of a high-pass filter and a notch filter that the high- 
frequency module further comprises a multilayer substrate including a laminated body 
having a plurality of dielectric layers. GILLIG et al discloses using a high-pass filter 
between an antenna and a transceiver (column 2 lines 58-63). KE et al discloses using 
a notch filter between an antenna and a transceiver (column 2 lines 58-63). KITAZAWA 
et al discloses a multilayer substrate including a laminated body having a plurality of 
dielectric layers (column 2 lines 15-38). Therefore it would have been obvious to a 
person of ordinary skill in the art at the time the invention was made to use one of a 
- high-pass filter and a notch filter as a high-frequency filter and to use a multilayer 
substrate including a laminated body having a plurality of dielectric layers. The choice 
filter characteristics is a routine engineering decision predicated on the type of hardware 
used and the operating environment that results from the regulation of the frequency 
spectrum. In this case, the use of a high-pass filter is beneficial in that it prevents 
undesired signals below a predetermined frequency from affecting the transceiver. 
Also, the use of a high-pass filter is beneficial in that it prevents undesired signals at a 
specific frequency from affecting the transceiver. The use of a multilayer substrate for a 
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filter including a laminated body having a plurality of dielectric layers is beneficial in that 
it reduces the size and weight while gaining performance improvements. 

17. Claim 16 is rejected under 35 U.S.C. 103(a) as being unpatentable over 
ZARGARI (US 6,351 ,502 B1 ) in view of GILLIG et al (US 4,989,230 A), KE et al (US 
6,658,263 B1) and KITAZAWA et al (US 6,147,571 A) and further in view of FURUTANI 
et al (US 6,100,776 A). 

Regarding claim 16, see the rejection of the parent claim concerning the subject 
matter this claim depends from. The subject matter of the circuit elements and their 
connections are discussed in the parent claim, however their arrangement in a 
multilayer substrate is not explicitly disclose by the prior art used in the rejection of the 
parent claim. FURUTANI et al discloses a multilayer substrate including a laminated 
body having a plurality of dielectric layers wherein the electrical connections between 
circuit elements are achieved within the multilayer substrate (column 4 line 52 to column 
6 line 22). Therefore, it would have been obvious to a person of ordinary skill in the art 
at the time the invention was made for a multilayer substrate including a laminated body 
having a plurality of dielectric layers wherein the electrical connections between circuit 
elements are achieved within the multilayer substrate. The use of a multilayer substrate 
including a laminated body having a plurality of dielectric layers is beneficial in that it 
reduces the size and weight while gaining performance improvements. 

18. Claim 17 is rejected under 35 U.S.C. 103(a) as being unpatentable over 
ZARGARI (US 6,351 ,502 B1 ) in view of GILLIG et al (US 4,989,230 A), KE et al (US 
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6,658,263 B1 ) and KITAZAWA et al (US 6,147,571 A) and further in view of an 
examiner's official notice. 

Regarding claim 17, see the rejection of the parent claim concerning the subject 
matter this claim depends from. However, the prior art used in the rejection of the 
parent claim doesn't explicitly disclose that the high-pass filter attenuates transmission 
and reception signals of GSM in the 900 MHz band, DCS in the 1 .8 GHz band, and 
PCS in the 1 .9 GHz band. Nevertheless, the examiner takes official notice that it was 
known in the art at the time the invention was made for the filtering of transmission and 
reception signals to be based upon regulated frequency bands. Therefore, it would 
have been obvious to a person of ordinary skill in the art at the time the invention was 
made for the high-pass filter to attenuate transmission and reception signals of GSM in 
the 900 MHz band, DCS in the 1.8 GHz band, and PCS in the 1.9 GHz band. The 
choice filter characteristics is a routine engineering decision predicated on the type of 
hardware used and the operating environment that results from the regulation of the 
frequency spectrum. 

19. Claim 18 is rejected under 35 U.S.C. 103(a) as being unpatentable over 
ZARGARI (US 6,351 ,502 B1 ) in view of GILLIG et al (US 4,989,230 A), KE et al (US 
6,658,263 B1) and KITAZAWA et al (US 6,147,571 A) and further in view of FURUTANI 
et al (US 2002/0127973 A1 ). 

Regarding claim 18, see the rejection of the parent claim concerning the subject 
matter this claim depends from. However, the prior art used in the rejection of the 
parent claim doesn't explicitly disclose that high-frequency switch attenuates the third 
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harmonic of reception signal of a 2.4 GHz communication system. FURUTANI et al 
discloses that that the high-frequency switch attenuates the third harmonic of reception 
signal (paragraph 96). Therefore, it would have been obvious to a person of ordinary 
skill in the art at the time the invention was made for the high-frequency switch to 
attenuate the third harmonic of reception signal. This is beneficial in that it prevents 
undesired signals from affecting the transceiver. 

20. Claim 19 is rejected under 35 U.S.C. 103(a) as being unpatentable over 
ZARGARI (US 6,351,502 B1) in view of GILLIG et al (US 4,989,230 A), KE et al (US 
6,658,263 B1 ) and KITAZAWA et al (US 6,147,571 A) and further in view of ERICKSON 
(US 5,862,466 A). 

Regarding claim 1 9, see the rejection of the parent claim concerning the subject 
matter this claim depends from. However, the prior art used in the rejection of the 
parent claim doesn't explicitly disclose that the balun attenuates the second harmonic of 
the reception signal. ERICKSON discloses a balun that attenuates the second 
harmonic of a reception signal (column 3 lines 18-31). Therefore, it would have been 
obvious to a person of ordinary skill in the art at the time the invention was made for the 
balun to attenuate the second harmonic of the reception signal. This is beneficial in that 
it prevents undesired signals from affecting the transceiver. 

21 . Claim 20 is rejected under 35 U.S.C. 103(a) as being unpatentable over 
ZARGARI (US 6,351 ,502 B1 ) in view of GILLIG et al (US 4,989,230 A), KE et al (US 
6,658,263 B1 ) and KITAZAWA et al (US 6,147,571 A) and further in view of HIRAKA et 
al (US 6,366,563 B1) 



Application/Control Number: 09/824,361 Page 17 

Art Unit: 2682 

Regarding claim 20, see the rejection of the parent claim concerning the subject 
matter this claim depends from. However, the prior art used in the rejection of the 
parent claim doesn't explicitly disclose that the high-pass filter includes at least one 
inductor and at least one capacitor. HIRAKA et al discloses a high-pass filter that 
includes at least one inductor and at least one capacitor (column 1 line 61 to column 2 
line 7). Therefore, it would have been obvious to a person of ordinary skill in the art at 
the time the invention was made for a high-pass filter to include at least one inductor 
and at least one capacitor. Since the prior art used in the rejection of the parent claim is 
silent as to the structure of the high-pass filter, one wishing to practice the teaching 
would be forced to seek out a prior art high-pass filter. A filter that includes at least one 
inductor and at least one capacitor is prior art filter that would function as the required 
high-pass filter. 

22. Claim 21 is rejected under 35 U.S.C. 103(a) as being unpatentable over 
ZARGARI (US 6,351 ,502 B1 ) in view of GILLIG et al (US 4,989,230 A), KE et al (US 
6,658,263 B1) and KITAZAWA et al (US 6,147,571 A) and further in view of KUSHITANI 
et al (US 6,496,083 B1). 

Regarding claim 21, see the rejection of the parent claim concerning the subject 
matter this claim depends from. However, the prior art used in the rejection of the 
parent claim doesn't explicitly disclose that the high-frequency switch includes at least 
one diode, at least one inductor, at least one capacitor, and at least one resistor. 
KUSHITANI et al discloses a high-frequency switch that includes at least one diode, at 
least one inductor, at least one capacitor, and at least one resistor (column 5 lines 23- 
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30). Therefore, it would have been obvious to a person of ordinary skill in the art at the 
time the invention was made for a high-frequency switch to include at least one diode, 
at least one inductor, at least one capacitor, and at least one resistor. Since the prior 
art used in the rejection of the parent claim is silent as to the structure of the high- 
frequency switch, one wishing to practice the teaching would be forced to seek out a 
prior art high-frequency switch. A high-frequency switch that includes at least one 
inductor and at least one capacitor is prior art filter that includes at least one diode, at 
least one inductor, at least one capacitor, and at least one resistor would function as the 
required high-frequency switch. 

23. Claim 22 is rejected under 35 U.S.C. 103(a) as being unpatentable over 
ZARGARI (US 6,351 ,502 B1 ) in view of GILLIG et al (US 4,989,230 A), KE et al (US 
6,658,263 B1) and KITAZAWA et al (US 6,147,571 A) and further in view of FURUTANI 
et al (US 6, 100,776 A). 

Regarding claim 22, see the rejection of the parent claim concerning the subject 
matter this claim depends from. The subject matter of the circuit elements and their 
connections are discussed in the parent claim, however their arrangement in a 
multilayer substrate is not explicitly disclose by the prior art used in the rejection of the 
parent claim. FURUTANI et al discloses a multilayer substrate including a laminated 
body having a plurality of dielectric layers wherein the electrical connections between 
circuit elements are achieved within the multilayer substrate (column 4 line 52 to column 
6 line 22). Therefore, it would have been obvious to a person of ordinary skill in the art 
at the time the invention was made for a multilayer substrate including a laminated body 
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having a plurality of dielectric layers wherein the electrical connections between circuit 
elements are achieved within the multilayer substrate. The use of a multilayer substrate 
including a laminated body having a plurality of dielectric layers is beneficial in that it 
reduces the size and weight while gaining performance improvements. 

Response to Arguments 

24. Applicant's arguments filed 7/7/2004 have been fully considered but they are not 
persuasive. 

In response to applicant's argument that there is no suggestion to combine the 
references, the examiner recognizes that obviousness can only be established by 
combining or modifying the teachings of the prior art to produce the claimed invention 
where there is some teaching, suggestion, or motivation to do so found either in the 
references themselves or in the knowledge generally available to one of ordinary skill in 
the art. See In re Fine, 837 F.2d 1071, 5 USPQ2d 1596 (Fed. Cir. 1988) and In re 
Jones, 958 F.2d 347, 21 USPQ2d 1941 (Fed. Cir. 1992). In this case, the examiner is 
proving evidence from knowledge generally available to of ordinary skill in the art. The 
choice of filter is at least in part selected based upon the environment the device will be 
operating in and the frequency the device will be commutating on. Both of those factors 
are influenced by regulatory agencies. For example, cellular service is allotted one 
frequency band while other use of the spectrum is allotted an adjacent frequency band. 
The use of the filter will prevent the device form polluting a frequency band it does not 
intend to operate in and will help minimize received interference from an outside 
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frequency band. Different situations will demand one type of filter over another. Gillig 
et al provides a perfect illustration of this concept. Initially, the examiner would like to 
acknowledge the applicant's arguments that Gillig et al teaches that both the high pass 
filter and low pas filter must be implanted. Gillig et al's teaches of a device having two 
transceivers (one cordless, one cellular) that share a common antenna. The cordless 
transceiver operates due to regulatory reasons at a lower frequency band than the 
cellular transceiver does. For that reason, a low pass filter is in the path between the 
cordless transceiver and the antenna. Likewise, a high pass filter is in the path between 
the cellular transceiver and antenna. The purpose of the respective filters is to limit the 
frequencies passing to the respective transceiver, such that only their designating 
frequencies are being passed. If the respective transceivers frequency ranges are 
switched then the design would require that the filters be switched as well. Returning 
back to the fact that Gillig et al indicates that both filters are required, the high pass filter 
is only on the path between the cellular transceiver and the antenna. Thus, if ZARGARI 
was used as the cellular transceiver front end in Gillig et al, only the high pass filter 
would be on the path between the cellular transceiver and the antenna, despite the 
cordless transceiver path having a low pass filter. Further the examiner would like to 
bring to the applicant's attention FURUTANI et al (US 5,999,065 A) who.teaches that a 
high pass, low pass, band pass, or notch filter could be used between an antenna an a 
switch. For the preceding reasons the examiner will maintain the rejection. 
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Conclusion 

25. The prior art made of record and not relied upon is considered pertinent to 
applicant's disclosure. 

FURUTANI et al (US 5,999,065 A) 

26. THIS ACTION IS MADE FINAL. Applicant is reminded of the extension of time 
policy as set forth in 37 CFR 1 .136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
TWO MONTHS of the mailing date of this final action and the advisory action is not 
mailed until after the end of the THREE-MONTH shortened statutory period, then the 
shortened statutory period will expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 CFR 1 .1 36(a) will be calculated from the mailing date of 
the advisory action. In no event, however, will the statutory period for reply expire later 
than SIX MONTHS from the mailing date of this final action. 

27. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Raymond B. Persino whose telephone number is (703) 
308-7528. The examiner can normally be reached on Monday-Thursday from 8:00 AM 
to 5:30 PM. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Vivian C. Chin can be reached on (703) 308-6739. The fax phone number 
for the organization where this application or proceeding is assigned is 703-872-9306. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 



Raymond B. Persino 

Examiner 
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